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DETAILED ACTION 
Drawings 

1 . Figure 1 should be designated by a legend such as —Prior Art— because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.121(d)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 3-7, 14, and 31 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claim 3 suggests in lines 3-5 that "staging the programs includes copying an image of the 
reference system to the storage medium of the destination computer." However, it also suggests 
in line 3 that programs are staged on a reference system. The description of staging from lines 3- 
5 suggests that the reference computer is somehow also a destination computer since in order for 
programs to be staged on a reference system, they must be copied from another reference system. 
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It is unclear whether the actual step of staging occurs on the reference system, or upon copying 
the reference image to the destination computer. It will be interpreted that a staging setup occurs 
on the reference system image, and that the term "staging" refers to copying a staged image to a 
destination computer. 

5. Claims 4-7 are rejected for being dependent upon rejected base claim 3. 

6. Claim 14 recites the limitation "the script" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. However, claim 10 mentions use of a script. For the 
purpose of further examination, this claim will be interpreted as being dependent upon claim 10. 

7. Claim 3 1 recites the phrase "a first data field including files. . ." in line 3. It is not clear if 
the word "includes" should imply that a file is physically included in the data field, or if this 
should suggest a list of files. As interpreted from page 14 of the originally filed specification, 
this limitation will be interpreted to suggest a list of files. 

Claim Rejections - 35 USC§101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claim 31 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Claim 31, merely claimed as "a computer-readable medium having 
stored thereon a data structure", constitute non-functional descriptive material per se. The claims 
do not define any structural and functional relationship between the data structure and other 
claimed aspects of the invention which permit the data structure's functionality to be realized. 
The claimed data structure is not capable of causing functional change in a computer. 
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Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760. Note that while Applicant's claims recite a 
"data structure", the recited limitations do not impart functionality when employed as a computer 
component and do not specify a physical or logical relationship among data elements, designed 
to support specific data manipulation functions. Accordingly, the claimed matter cannot be 
considered functional descriptive material. When nonfunctional descriptive material is recorded 
on some computer-readable medium, it is not statutory since no requisite functionality is present 
to satisfy the practical application requirement. Merely claiming nonfunctional descriptive 
material stored in a computer-readable medium does not make it statutory. Such a result would 
exalt form over substance. In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978). 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

11. Claims 1-3, 10, 11, 13-15, 18-23, 25, 28, and 31 are rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. Patent 5,794, 052 to Harding (hereinafter "Harding"). 

As per claim 1, Harding discloses: 

A computerized method of installing programs on a destination computer (column 
113 lines 2-40), said method comprising: 



Application/Control Number: 09/922,6 1 6 Page 5 

Art Unit: 2122 

staging one or more programs on a storage medium of the destination computer 
(column 10 lines 36-40: "Typically , software program modules are 
downloaded from the mass data storage device 2 00 to the 
hard disk drive 310 via a parallel port connection, or a 
network connection between the mass data storage device 200 
and the computer system 300."); 

selecting at least one of the staged programs for installation on the destination 
computer (column 13 lines 8-10: "The software setup program also 
prompts the end user to select a language keyboard 
configuration . "); and 

attaching the selected program to complete the installation thereof on the 
destination computer (column 13 lines 29-31: "At this point , the software 
setup program simulates the method of software installation 
used by the computer manufacturer when preparing computer 
systems for the U.S."). 

As per claim 2, the above rejection of claim 1 is incorporated. Harding further 
discloses: detaching any of the programs not selected for installation on the destination 
computer (column 5 lines 11-16. Unused modules are detached when selected modules 
are copied to the destination.). 
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As per claim 3, the above rejection of claim 1 is incorporated. Harding further 
discloses: further comprising defining a reference system, said reference system 
comprising a computer that has an operating system installed thereon and the one or 
more programs staged thereon (column 4 lines 57-60), and wherein staging the 
programs includes copying an image of the reference system to the storage medium of the 
destination computer (column 5 lines 32-35). 

As per claim 10, the above rejection of claim 1 is incorporated. Harding further 
discloses: wherein attaching the selected programs includes performing one or more 
functions on the destination computer according to a customizable script (column 5 lines 
30-45). 

As per claim 1 1, the above rejection of claim 10 is incorporated. Harding further 
discloses: wherein the script is a text-based configuration file (column 5 lines 35-38 
describe use of a BAT file which is well known to be text-based.). 

As per claim 13, the above rejection of claim 10 is incorporated. Harding further 
discloses: wherein the script defines an order in which the selected programs are to be 
attached (column 5 lines 38-43). 

As per claim 14, the above rejection of claim 10 is incorporated. Harding further 
discloses: wherein attaching the selected programs includes executing an installation 
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command routine according to the script (column 5 lines 35-37). 

As per claim 15, the above rejection of claim 1 is incorporated. Harding further 
discloses: wherein the programs include either application programs, utility programs, 
or both (column 5 lines 3-16). 

As per claim 18, the above rejection of claim 1 is incorporated. Harding further 
discloses: A computer readable medium having computer-executable instructions 
(column 5 lines 17-20), 

As per claim 19, Harding discloses: 

A system for configuring a computer (FIG. 2) comprising: 

a reference computer including a storage medium, said storage medium of the 
reference computer having an operating system installed thereon and one or more 
programs staged thereon, said storage medium of the reference computer defining a 
reference image (column 4 lines 57-59: "Each device driver and 
application, or module, that is available for downloading 
is installed onto a computer system one by one."); 

a destination computer including a storage medium and a processor, said 
reference image being copied to the storage medium of the destination computer (column 
6 lines 16-18: "Prior to shipping, the computer manufacturer 
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installs modules of DOS and Windows for every available 
language desired as an option ."); and 

a computer-readable medium having computer-executable instructions identifying 
at least one of the staged programs for installation on the destination computer, said 
processor of the destination computer executing the instructions to attach the identified 
program to complete the installation thereof on the destination computer (column 6 lines 
47-54: "The language specific batch file acts as a "hook" 
which connects the software setup process of providing the 
end user a selection of languages to the software 
installation process which installs the software using the 
modular method described previously. Thus, once the 
software setup program runs the language specific batch 
program, the software setup program performs a series of 
steps similar to those performed by the software 
installation program."). 

As per claim 20, the above rejection of claim 19 is incorporated. All further 
limitations have been addressed in the above rejection of claim 2. 

As per claim 21, the above rejection of claim 19 is incorporated. All further 
limitations have been addressed in the above rejection of claim 10. 
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As per claim 22, the above rejection of claim 21 is incorporated. All further 
limitations have been addressed in the above rejection of claim 1 1 . 

As per claim 23, the above rejection of claim 21 is incorporated. All further 
limitations have been addressed in the above rejection of claim 13. 

As per claim 25, the above rejection of claim 21 is incorporated. All further 
limitations have been addressed in the above rejection of claim 14. 

As per claim 28, the above rejection of claim 19 is incorporated. All further 
limitations have been addressed in the above rejection of claim 15. 

As per claim 31, Harding discloses: 

A computer-readable medium having stored thereon a data structure (column 5 
lines 17-25) comprising: 

a first data field including files associated with a plurality of staged programs 
(column 5 lines 28-42: "Once all of the module files, including its 
associated script file, are exploded and downloaded onto 
the hard disk drive, the FIX$FILE . BAT program runs the 
batch files associated with each installed module in the 
order that the modules are downloaded."), 
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said programs being staged on the computer-readable medium for installation on 
a destination computer associated with the computer-readable medium (column 10 lines 
36-40: "Typically , software program modules are downloaded 
from the mass data storage device 200 to the hard disk 
drive 310 via a parallel port connection, or a network 
connection between the mass data storage device 200 and the 
computer system 3 0 0. "); and 

a second data field including a configuration script for directing the destination 
computer in performing one or more functions (column 5 lines 45-50: "The 
SCRIPT.EXE and associated module script files are 
programmed such that the execution of each module's script 
file by the SCRIPT.EXE program implements the changes 
required by that particular module to the appropriate 
configuration files and directories, in order to make that 
module work properly."), 

said script being customizable for identifying at least one of the staged programs 
for installation on the destination computer (column 5 lines 30-45: "The way in 
which the script files automatically implement changes to 
the configuration files is as follows. In a preferred 
embodiment, a software installation program, called a Hard 
Disk Master (HDM) program, is loaded onto the hard disk 
drive along with all of the modules necessary to fulfill a 
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specifically requested configuration. The software 
installation program runs a batch program called 
FIX$FILE . BAT and an execution program called SCRIPT.EXE. 
Once all of the module files, including its associated 
script file, are exploded and downloaded onto the hard disk 
drive, the FIX$FILE . BAT program runs the batch files 
associated with each installed module in the order that the 
modules are downloaded. The module batch files include an 
instruction to run the SCRIPT . EXE program. The SCRIPT.EXE 
program executes the script file associated with that 
module .")• 



Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 4-7, 12 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harding as applied to claims 3, 10, and 21 above, and further in view of "Microsoft Windows 



2000 Server Unleashed" by Brown et al. (hereinafter "Brown"). 
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As per claim 4, the above rejection of claim 3 is incorporated. Further, Harding 
does not expressly disclose: performing one or more functions on the reference system 
computer according to a customizable script However, in an analogous environment, 
Brown teaches the installation of an operating system according to a customizable script 
(Chapter 3, "Automated Installation"). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use Brown's customizable script in 
Harding's reference system. One of ordinary skill would have been motivated to save 
time by automating a setup process. 

As per claim 5, the above rejection of claim 4 is incorporated. Harding discloses 
a text-based configuration file (column 5 line 36. BAT files are known to be text-based.) 

As per claim 6, the above rejection of claim 4 is incorporated. Further, Harding 
discloses a script file that contains identification of file locations (column 4 line 64 - 
column 5 line 1). 

As per claim 7, the above rejection of claim 4 is incorporated. Further, Harding 
discloses: wherein the script defines an order in which the programs are to be staged 
(column 11 lines 1-4). 

As per claim 12, the above rejection of claim 10 is incorporated. Harding further 
discloses: wherein the script identifies which of the staged programs are to be attached 
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(column 10 lines 64-67). Harding does not expressly disclose a script that identifies 
which of the staged programs are to be detached. 

However, Brown discloses a script with predetermined answers to installation 
questions (Chapter 3: "answer file"). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to use Brown's predetermined answers in 
Harding's script. One of ordinary skill would have been motivated to provide an 
unambiguous list of software that is available and that should or should not be installed. 

As per claim 24, the above rejection of claim 21 is incorporated. All further 
limitations have been addressed in the above rejection of claim 12. 

14. Claims 8, 9, 26, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harding as applied to claim 1 above, and further in view of "Windows 95 Installation and 
Configuration Handbook" by Tidrow et al. (hereinafter "Tidrow"). 

As per claim 8, the above rejection of claim 1 is incorporated. Harding further 
discloses: wherein staging the programs includes copying files associated with the 
programs to the storage medium of the destination computer without storing 
configuration data associated with the programs (column 10 lines 47-54 and column 5 
lines 45-50). Harding does not expressly disclose wherein the destination computer has a 
registry for storing configuration data. 
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However, in an analogous environment, Tidrow teaches an operating system that 
has a registry for storing configuration data (page 407 "Using the Registry"). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
use Tidrow' s teaching of a registry to store the configuration files of Harding. One of 
ordinary skill would have been motivated to consolidate the various configuration files 
into a single database for easier and more efficient storage and retrieval of configurations 
and settings. 

As per claim 9, the above rejection of claim 8 is incorporated. Harding further 
discloses: wherein attaching the selected programs includes storing configuration data 
associated with the selected programs (column 5 lines 45-50). All further limitations 
have been addressed in the above rejection of claim 8. 

As per claims 26 and 27, the above rejection of claim 19 is incorporated. All 
further limitations have been addressed in the above rejections of claims 8 and 9, 
respectively. 

15. Claims 16, 17, 29, and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harding as applied to claim 1 above, and further in view of Brown in view of the "Background 
of the Invention" section appearing in columns 1-4 of Harding (hereinafter "Harding's 
background"). 
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As per claim 16, the above rejection of claim 1 is incorporated. Harding further 
discloses: 

executing a first installation utility on a reference computer (column 4 lines 59- 

64); 

controlling the first installation utility to stage the one or more programs on a 
storage medium of the reference computer (column 5 lines 17-25); 

Harding does not expressly disclose: controlling the first installation utility 
according to a first configuration script; installing an operating system on the reference 
computer using the installation utility; defining a reference image of the storage medium 
of the reference computer having the operating system installed thereon and the one or 
more programs staged thereon; and copying the reference image to the destination 
computer. 

However, in an analogous environment, Brown teaches controlling an installation 
utility according to a configuration script (Chapter 3: "UNATTEND.TXT"), and 
installing an operating system using an installation utility (Chapter 3: "Automated 
Installation"). Also, Harding's background teaches that reference images containing an 
operating system of a reference system can be copied to a destination computer (column 
1 line 61 - column 2 line 6). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Brown's installation utility and configuration script along with 
Harding's background teaching of reference images in Harding's system. One of 
ordinary skill would have been motivated to maintain a reference image that can be 
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packaged and distributed to computers that may not have direct access to a reference 
computer. A reference image allows a custom distribution of software modules to be 
selected and installed on a destination computer. 

As per claim 17, the above rejection of claim 16 is incorporated. Harding further 
discloses: 

executing a second installation utility on the destination computer; and 
controlling the second installation utility according to a second configuration script to 
attach the selected program on the destination computer (column 5 lines 35-45). 

As per claims 29 and 30, the above rejection of claim 19 is incorporated. All 
further limitations have been addressed in the above rejections of claims 16 and 17, 
respectively. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Derek Rutten whose telephone number is (703) 605-5233. The 
examiner can normally be reached on M-F 6:30-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on (703) 305-4552. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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